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DETAILED ACTION 

1 . Claims 40, 41 , 43, 44 and 46-49 are pending in the application. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 41 , 44, 46, 49 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Tierney et al. {US Pat. 5,384,335}. 

Tierney et al. disclose a process for producing methanol comprising reacting 
carbon monoxide with an alcohol in the presence of an alkali or alkaline metal-type 
catalyst other than an alkali metal alkoxide to produce a formic ester, which is 
hydrogenated in the presence of a hydrogenolysis catalyst to thereby obtain methanol 
(See Eamples 3, 7 and 10-13). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 
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1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 40, 43, 47 and 48 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Tierney et al. {US Pat. 5,384,335}, in view of Elliot et al. {US Pat. 

4,939,292}. 

Tierney et al. teach a process for producing methanol comprising reacting a 
primary alcohol with carbon monoxide in the presence of an alkali or alkaline metal-type 
catalyst, other than an alkali metal alkoxide, and a copper catalyst to produce methanol 
(see Examples 3, 7 and 10-13). Tierney et al. do not exemplify separating the produced 
formic ester followed by hydrogenating the said formic ester to obtain methanol. 
However, Tierney et al. expressly teach that the formic ester that is produced from the 
two-step synthesis of methanol is advantageously separated and hydrogenated in the 
presence of a hydrogenolysis catalyst and hydrogen to obtain methanol (see Col. 3, 
lines 27-68). Additionally, another difference between what is presently claimed and 
what the Tierney et al. reference teaches is that Tierney et al. do not teach using a 
catalyst, which contains manganese and/or rhenium in addition to copper. 

However, Elliot et al. teach the synthesis of esters (such as a formic esters) by 
reacting alcohols (such as primary alcohols) and carbon monoxide in the presence of a 
catalyst containing copper simultaneously with rhenium (see Example IV). 

Therefore, it would have been obvious to one having ordinary skill in the art, in 
view of the Tierney et al. and Elliot et al. references, to produce methanol as presently 
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claimed by carrying out a two-step methanol synthesis process, as suggested by 
Tierney et al., wherein the formic ester is separated and subsequently hydrogenated 
and wherein the copper chromite catalyst used is replaced by the copper/rhenium 
catalyst taught by Elliot et al. 

One having ordinary skill in the art, desiring to arrive at other art recognizable 
means of producing methanol, would have been motivated to make such a modification 
because Tierney et al. expressly teach that the two-step methanol synthesis process is 
an efficient process that has several advantages over the direct methanol synthesis 
process, including: lower reaction temperatures, higher synthesis gas conversions per 
pass, less energy intensive, etc. (see Col. 3, lines 60-68). Additionally, the skilled 
artisan would have been motivated to use the copper/rhenium catalyst, taught by Elliot 
et al., in place of the copper chromite catalyst, taught by Tierney et al., because the 
catalyst taught by Elliot et al. (especially copper mixed with rhenium) are recognized as 
being effective and preferable for obtaining high yields of formic esters. Therefore, the 
presently claimed invention would have been obvious to one having ordinary skill in the 
art. 

Response to Arguments 

Applicants' arguments filed 2/3/06 have been fully considered but they are not 
persuasive. 

Applicants have presented a number of arguments but only a few are germane 
arguments. The Examiner will only address the germane arguments. 
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Applicants argue that, in Example 3 of Tierney et al., it is doubtful that the 
catalysts used by Tierney et al. in Example 3 have the dame effect and it is likely that 
the alkali metal-type catalyst were not adequately prepared, and were decomposed. 

This argument is not convincing because the Examiner finds no basis for such an 
argument. Applicants are generally claiming, inter-alia, a process for producing 
methanol using an alkali metal-type catalyst other than an alkali metal alkoxide, and/or 
an alkaline earth metal-type catalyst. Tierney et al. expressly teaches the same 
material process for producing methanol comprising using an alkali metal-type catalyst 
other than an alkali metal alkoxide, or an alkaline earth metal-type catalyst. In 
Examples 3, 7 and 10- 13 of Tierney et al., formates, oxides, chromates, carbonates 
and bicarbonates of sodium, potassium, barium, rubidium and cesium were used as 
alkali metal-type and alkaline earth metal-type catalysts. 

Applicants argue that Elliott et al. does not remedy the difference of what was not 
taught nor suggested by Tierney et al. because the invention taught by Elliott et al. 
relates only to the first reaction step of the two step process presently claimed and also 
the catalyst in Elliott et al. includes zinc whereas the catalyst system of the present 
invention does not include zinc. 

This argument is not persuasive because the Elliott et al. reference was applied 
only to demonstrate that the catalyst system used in the first reaction step of the 
presently claimed invention was also used by Elliott et al. in carrying out the same 
reaction step. Even though the catalyst system taught by Elliott et al. contains zinc, it 
still reads on applicants claimed catalyst system since applicants' presently claimed 
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catalyst system does not exclude other components, but only requires copper with 
manganese and/or rhenium. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Elvis 0. Price whose telephone number is 571 272- 
0644. The examiner can normally be reached on 8:30am to 5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Johann R. Richter can be reached on 571 272-0646. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Elvis O. Price 



